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DETAILED ACTION 

Election/Restrictions 

1. This application contains claims directed to the following patentably distinct 
species: A) an arrangement to emit radiation onto a detected pattern on a biological 
object, and B) an arrangement to emit radiation onto an area surrounding or near a 
detected pattern on a biological object. The species are independent or distinct 
because the species each require different portions of a biological object to be 
illuminated; as such, different effects may be observed. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, no claim is generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which depend from or otherwise require all the limitations 
of an allowable generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. 
MPEP § 809.02(a). 



Application/Control Number: 10/682,655 Page 3 

Art Unit: 3768 

2. During a telephone conversation with Aaron Wininger on 21 July 2006 a 
provisional election was made without traverse to prosecute the invention of species A, 
claims 1 - 37. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 38 - 46 are withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1 - 7 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 1 appears to be directed to processing 
data to determine physiological information rather than a practical application of the 
physiological information. Claim 1 does not result in a physical transformation nor does 
it appear to provide a useful, concrete and tangible result. Specifically, it does not 
appear to produce a tangible result because determining a characteristic of a biological 
object from optical measurement results is nothing more than a computation within a 
processor. Additionally, the asserted practical application in the specification is for 
displaying the results. It fails to use or make available for use the result of the 
determination to enable its functionality and usefulness to be realized. A practical 
application is not explicitly recited in the claims nor does it flow inherently therefrom. 
Therefore, claim 1 appears non-statutory. 

In addition, dependent claims 2 - 7, while reciting further limitations, fail to 
explicitly or inherently recite the practical application. 
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5. Applicant is referred to "Interim Guidelines for Examination of Patent Applications 
for Patent Subject Matter Eligibility" published in the Official Gazette Notices of 22 
November 2005 for further details on statutory subject matter. An online copy is 
available at http://www.uspto.gov/we 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-12 and 14 - 37 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Rice et al (cited by Applicant). Rice et al. teach a method, apparatus, 
and system for performing optical measurements of blood constituents, including 
glucose, from a subject's retinal arteries. The arrangement captures images and 
performs pattern recognition to locate and track a subjects optic disk, and subsequently 
performs measurements of the blood constituents. Details of the arrangement are 
provided in column 3, line 48 - column 9, line 60 and illustrated in Figures 1, 2, and 5. 
As multiple wavelengths are emitted and the claims, as written, do not set forth a 
structure that actually performs optical coagulation or ablation, it is considered that at 
least one of said wavelengths of Rice et al. may be used for coagulation and one may 
be used for ablation. 

Claim Rejections - 35 USC § 103 
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8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rice et 
al. as applied to claim 8 above. Rice et al. teach an apparatus that uses a lens system 
to track movement of a field of interest (column 5, lines 22-41) instead of a mirror- 
based arrangement as set forth in the claim. However, these are merely alternate 
equivalent expedients. Without a showing of criticality or unexpected results, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
substitute a mirror-based tracking arrangement, as claimed, for the lens system of Rice 
et al., since it has generally been held to be within the skill level of the art to substitute 
alternate equivalent expedients. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric F. Winakur whose telephone number is 571/272- 
4736. The examiner can normally be reached on M-Th, 7:30-5; alternate Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eleni Mantis-Mercader can be reached on 571/272-4740. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571^2?! 000. 




Eric F Winakur 
Primary Examiner 
Art Unit 3768 



